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By the Board:

The Board, on Qctober 20, 2003, in response to Bacardi
& Conpany Limted s (Bacardi) renewed notion to be
substituted as party plaintiff, noted an apparent break in
the chain of title of the plaintiff’'s alleged marks and
al  oned Bacardi until Novenber 9, 2003 to submt docunents
clarifying the change of nanme of Tequila Cazadores, S. A de
C.V. to Gupo Industrial Tlajormulco, S.A de CV. On
Novenber 6, 2003, Bacardi filed its response to the Board
order and submtted a declaration as docunentary evi dence of

t he nanme change.
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In order for an assignee to be joined as a party, the
assignee nmust establish its ownership of the trademark
property either by docunentary evidence of a chain of title
or by providing the reel and franme nunber where it is
recorded in the assignnent records of the Ofice. Patent
and Trademark O fice Rule 3.73.

In view of Bacardi’s subm ssions, Bacardi’'s notion to
be substituted as party plaintiff is granted to the extent
that Bacardi is hereby joined as party plaintiff and for
convenience will hereinafter be referred to as opposer.

Wth regard to applicant’s argunents concerning the veracity
of opposer’s docunents, whether or not this evidence is
sufficient proof to establish Bacardi’s standing is a matter
for trial. See generally TBWMP Section 512 (2d ed. June
2003) .

W now turn to the follow ng contested pendi ng notions:
(1) opposer’s notion to anend the notice of opposition; (2)
opposer’s notion for summary judgnent; and (3) opposer’s
notion to extend the discovery and trial periods.

Motion to Anend Notice of QOpposition

In support of its notion, opposer states that it seeks

to “[clarify] its allegations,” add its “newy filed

»l

trademark application” and add “a count of fraud. Qpposer

! Specifically the amended al | egations read:
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argues that applicant will not suffer prejudice because “the
proceeding is still in the discovery phase.”

I n response, applicant argues that opposer’s newy
filed trademark application adds nothing new upon which it
can rely in the opposition because its filing date is |ater
than applicant’s filing date and “cannot be the basis for
Bacardi to assert priority of trademark rights,” and opposer
is already “relying upon the alleged common | aw trademark
ri ghts obtained by Bacardi’s purported predecessor.” In

addition, applicant argues that the fraud claimis legally

1(b). ...Bacardi acquired all right, title and
interest to the business operated by Cazadores,
including all rights in the CAZADORES tradenark. . .

4(c). Opposer is the owner of U S. Ser. No. 78/149, 334
for the mark CAZADORES and design. ..

13. The subject application...is based upon use of the
applied for mark in comrerce on [the recited goods]...

14. The subject application included a declaration
that the statenments nmade in the application were true.

15. Upon information and belief, applicant has not
made any use of the mark on any of the goods recited
inits application, with the exception of tequil a.

16. Upon information and belief, applicant has no bona
fide intention to use the mark on any of the goods
recited in the application wth the exception of
tequil a.

17. Applicant has intentionally, willfully and
fraudulently m sstated the scope of its use to secure
a registration that woul d be broader than the
protection that would be rightfully afforded to it.

18. Such m sstatenents of use were done with the
i ntention of deceiving and/ or defrauding the Trademark
Ofice.
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i nsufficient because “the original identification of goods
in [applicant’s] originally filed application is not
material” in view of applicant’s pending notion to amend the
application to delete certain goods. Finally, applicant
argues it wll suffer prejudice because discovery is closed
and one of opposer’s declarants in the summary judgnent
notion resides outside the United States and is a forner

of ficer of the conpany “Bacardi is seeking to sever from
this opposition.”

In reply, opposer states that applicant would not be
prej udi ced i nasmuch as opposer has agreed to an extension of
the discovery period and the declarant is a current officer
of opposer’s subsidiary and not an officer of Tequila
Cazadores S.A. de C V. Further, opposer argues that its
fraud claimis legally sufficient.

Leave to anmend pl eadi ngs nust be freely given when
justice so requires, unless entry of the proposed anendnent
woul d violate settled |aw or be prejudicial to the rights of
the adverse party or parties. See Fed. R Cv. P. 15(a);
TBMP § 507.02 (2d ed. June 2003). Wiere the noving party
seeks to add a new cl ai mor defense, and the proposed
pl eading thereof is legally insufficient, or would serve no
useful purpose, the Board normally wll deny the notion for
| eave to anmend. See Octocom Systens Inc. v. Houston

Comput er Services Inc., 918 F.2d 937, 16 USPQ2d 1783 (Fed.
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Cir. 1990). Thus, in deciding opposer’s notion for |eave to
anend, the Board nust consider whether there is any undue
prejudi ce to applicant and whether the anendnent is legally
sufficient. See, e.g., Cool-Ray, Inc. v. Eye Care, Inc.,
183 USPQ 618, 621 (TTAB 1974).

The timng of a notion for |eave to anmend under Fed. R
Cv. P. 15(a) is a nmgjor factor in determ ning whether the
adverse party woul d be prejudiced by all owance of the
proposed anmendnent. See Commodore El ectronics Ltd. v. CBM
Kabushi ki Kai sha, 26 USPQ2d 1503 (TTAB 1993). Inasnuch as
the notion herein was filed prior to the close of discovery
and opposer has agreed to an extension of the discovery
deadline, we find that allowance of the proposed anmendnent
woul d not be prejudicial to applicant.

Turning now to the sufficiency of the allegations, with
regard to opposer’s application, inclusion of this
application serves to anplify opposer’s allegations and to
put applicant on notice of opposer’s clainms, in particular
opposer’s intention to add the registration that nmay issue
fromthis application. See generally Space Base Inc. V.
Stadis Corp., 17 USPQd 1216 (TTAB 1990); Huffy Corp. v.
Geoffrey, Inc., 18 USPQd 1240 (Comrir 1990); and TBMP
Section 507.02 (2d ed. June 2003).

As to the claimof fraud, we find it to be legally

sufficient. Fraud in procuring a registration involves a
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willful wthholding fromthe Patent and Trademark O fice by
an applicant of material information or facts which, if
transmtted and di sclosed to the exam ner, would have
resulted in the disallowance of the registration sought.

See National Sem conductor Corporation v. Varian Associ ates,
184 USPQ 62, 64 (TTAB 1974). Fraud nay exi st where no use
of the mark was nade on sone of the goods recited in a use-
based application as of the filing date of the application.
Cf. Medinol Ltd. v. Neuro VASX, Inc.,  USP@@d  , Canc.
No. 92040535 (TTAB 2003) (fraud found in statenent of use
where no use of mark on one of two |listed goods).

Opposer has al l eged that the subject application is
“based upon use of the applied for mark in commerce on [the
recited] goods,” that “applicant has not made any use of the
mark on any of the goods recited in its application, with
the exception of tequila” and that “applicant has no bona
fide intention to use the nmark on any of the goods recited
in the application with the exception of tequila.”

These allegations sufficiently state a claimof fraud.
Applicant’s argunent that its pending notion to anmend its
application to delete certain goods renders such a claim
noot is not well taken. Such action does not serve to cure
a fraud that may have been conmtted. See Medinol Ltd. v.

Neuro VASX, Inc., supra (deletion of goods upon which the
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mar Kk has not yet been used does not renedy an all eged fraud
upon the Ofice).

In view of the above, opposer’s notion to anmend the
noti ce of opposition is granted.

Motion for Sunmary Judgnent

We turn now to opposer’s notion for sunmary judgnment on
the claimof fraud.?

A party is entitled to summary judgnment when it has
denonstrated that there are no genuine issues as to any
material facts, and that it is entitled to judgnent as a
matter of law. Fed. R Cv. P. 56(c). The evidence nust be
viewed in a light favorable to the nonnoving party, and al
justifiable inferences are to be drawn in the nonnovant’s
favor. See Qpryland USA Inc. v. The Great Anmerican Misic
Show, Inc., 970 F.2d 847, 23 USPQ2d 1471 (Fed. Cr. 1992).

As stated above, fraud in procuring a registration
involves a wllful wthholding fromthe Patent and Trademark
O fice by an applicant of material information or facts
which, if transmtted and disclosed to the exam ner, would

have resulted in the disallowance of the registration

2 In view of intervening case |aw issued after applicant’s
response brief and prior to opposer’s reply brief, we grant
applicant’s notion to file a sur-reply and have considered it.
Further, applicant’s notion to strike the
“affidavits/declarations of Eduardo L. M guel, Richard Gol dberg
and Lois Asensio” is denied. Opposer’s resubm ssion of these
decl arati ons executed at the tine of the filing of the original
sunmary judgnment notion is acceptable. W hasten to add that
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sought. See National Sem conductor Corporation, 184 USPQ at
64. The intent elenent of fraud may be found when an
applicant or registrant nmakes a fal se materi al
representation that the applicant or registrant knew or
shoul d have known was false. Torres v. Cantine Torresella
S.r.l., 808 F.2d 46, 1 USPQ2d 1483 (Fed. Cr. 1986). See
al so General Car and Truck Leasing Systens Inc. v. General
Rent-A-Car Inc., 17 USPQ2d 1398 (S.D. Fla. 1990), aff’'g
General Rent-A-Car Inc., v. Ceneral Leaseways, Inc., Canc.
No. 14,870 (TTAB May 2, 1998); Duffy-Mtt Conpany, Inc. v.
Cunmber | and Packi ng Conpany, 165 USPQ 422 (CCPA 1970);

Medi nol Ltd. v. Neuro VASX, Inc., supra.

Based on the parties’ briefs and the record before us
it is undisputed that applicant identified the follow ng
goods when it filed its application based on use in comerce
under Section 1(a) of the Trademark Act:

al cohol i ¢ beverages (excluding beer), nanely

distilled liquor, wine, wne coolers, prepared

al coholic cocktails and aperitifs, alcoholic

drinks, nanely, liqueurs, hard cider, brandy

spirits, distilled liquors, distilled spirits,

gin, wine, whiskey, vodka, whiskey, rum tequila,
ani sette, aguam el, aguardiente. (enphasis added)

This listing of goods is preceded by the foll ow ng
statenment: applicant is using or is using through a related
conpany the mark in conmerce on or in connection with the

bel owi dentified goods. The application was acconpani ed by

t hese declarations did not affect our decision and their absence
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a signed declaration attesting to the truth of the
statenments nmade in the application. Further, it is
undi sputed that during prosecution of the application
appl i cant anended the identification of goods to the
fol | ow ng:

al cohol i ¢ beverages, excluding beer, nanely
distilled liquor, wine, wne coolers, prepared

al coholic cocktails, and aperitifs and al coholic
drinks, nanely liqueurs, hard cider, brandy
spirits, distilled liquors, distilled spirits,
gin, wine, whiskey, vodka, rum tequila, anisette
aguam el , aguardiente. (enphasis added)

It is also undisputed that at the tine applicant filed
its application it was not using the mark in connection
with, at a mninum gin, wne, whiskey, vodka and rum
Applicant’s Response Brief at 3 (May 20, 2003) (upon
information and belief applicant admts that applicant has
never produced gin, w ne, whiskey, vodka or rum under the
mar k) ; see al so, Jose De Jesus Hernandez- Mendez Decl arati on
at paragraphs 8 and 9.

Applicant’s explanation for its “m stake” in the
identification of goods is that it “did not receive |egal
advi ce when the [application] was prepared.” Applicant’s
Response Brief at 5 (May 20, 2003). Further, in his
decl aration, M. Hernandez-Mendez, Chairman of the Board and
Director General of applicant, states that the original

application “did not reflect the true commercial realities

woul d not alter our decision.
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of [applicant’s] use of the [mark] as of the filing date of
the application,” rather the identification of goods in the
application as filed “stated those goods on which

[applicant] intended to use the mark in conmerce with the

United States...[h]owever, it is now [ M. Hernandez-Mendez’ ]
under st andi ng that, because the...application was filed on
the basis of [applicant’s] use of the mark in comrerce with
the United States, [applicant] could only state those goods
inits application on which the [mark] was al ready being
used as of the filing date of this application.” Hernandez-
Mendez Dec. at 8 and 9.

Based on the record, there is no genuine issue of
material fact that applicant filed an application based on
use in commerce and signed a declaration attesting to the
truth of all statenments in the application when it knew it
did not use the mark in connection with all of the listed
goods.

There is no question that the application for
regi stration under Section 1(a) of the Trademark Act would
have been disall owed but for applicant’s m srepresentation,
because the USPTOw Il not issue a registration covering
goods upon which the mark has not been used under the
ci rcunstances of this case. See Medinol, supra. Therefore,

all eging use of a mark in connection wth goods in an

10
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application based on use under Section 1(a) of the Trademark
Act when there is no use is a false material representation.
The fact that applicant did not have | egal counsel
and/ or applicant m sunderstood a cl ear and unanbi guous
requi renent for an application based on use does not negate
the intent element of fraud in a Board proceedi ng.
Applicant’s Chairman of the Board and Director General, M.
Her nandez- Mendez, signed the application that clearly stated
applicant was using the mark on gin, w ne, whiskey, vodka
and rum when M. Hernandez- Mendez knew (or shoul d have
known) applicant was not using the mark on these goods.
Applicant is charged with knowi ng what it is signing and by
signing with a “reckless disregard for the truth” applicant
commits fraud.® See Medinol, supra. M. Hernandez-Mendez’

statenent that the |isted goods were what he intended the

3 Applicant seens to argue for a nore restrictive view of intent;
however, it is well established that in Board proceedi ngs “proof
of specific intent is not required, rather, fraud occurs when an
applicant or registrant makes a false material representation
that the applicant or registrant knew or should have known was
false.” CGeneral Car and Truck, 17 USPQ2d at 1400-1401 (intent of

the signatories not material to question of fraud). |In this
regard, it is inmportant to note that the Trademark O fice relies
on the thoroughness, accuracy and honesty of each applicant. In

general, the Ofice does not inquire as to the use of the mark on
each good listed in a single class and only requires specinmens of
use as to one of the listed goods, relying on applicant’s
declaration wth regard to use on the other |isted goods. TMEP
Sections 806.01(a) and 904.01(a) (3¢ ed. January 2002). Al low ng
applicants to be careless in their statements of use on an
application would result in a registration inproperly accorded

| egal presunptions in connection with goods on which the mark is
not used.

11
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mark to be used on does not avoid the fraud. As stated in
General Car and Truck “the intent of [the
signatories] is not material to the question of fraud in
this cause.” General Car and Truck, 17 USP@Qd at 1401.
Mor eover, applicant cannot cure an act of fraud by a |l ater
anmendnent. As noted in Medinol, even if the fal se
information is deleted “the question renmai ns whet her or not
respondent commtted fraud upon the Ofice in the
procurenent of its registration.” Medinol, supra.
Applicant attenpts to distinguish Medinol by stating that
here applicant sought to amend the application after the
filing of an opposition but before a claimof fraud was
brought, whereas in Medinol the registrant sought to anmend
the registration after the claimof fraud was brought. W
find this distinction to be immaterial. At the tine an
applicant files an application under Section 1(a), the
applicant nust know if it is using the mark on the goods.
VWhile there may be circunstances where a mi stake as to use
is made that do not constitute fraud (for exanple, an
applicant believes its use is sufficient to support a use-
based application when it is not), that is not the case
bef ore us.

In view of the above, we find that applicant’s nateri al

m srepresentations made in connection with its application

12
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were fraudulent. Accordingly, sunmary judgnent is entered
in opposer’s favor on the issue of fraud.

However, with regard to opposer’s standing we find that
opposer has not denonstrated the absence of a genuine issue
of material fact. At a mninum there is a genuine issue as
to the veracity of the docunents submtted to allege the
transfer of interest in this proceeding from Tequil a
Cazadores S.A. de C. V. to Bacardi, and the pl eaded
registration is not of record.

Qpposer is therefore allowed until TH RTY DAYS fromthe
mailing date of this order in which to submt a show ng that
there is no genuine issue of fact as to standing, and that
it is entitled to judgnment on the issue of standing as a
matter of law. Paranount Pictures Corp. v. Wite , 31
USPQ2d 1768, 1775-76 (TTAB 1994). Applicant is allowed
until SIXTY DAYS fromthe nmailing date of this order to file
a response thereto or a request for discovery under Fed. R
Cv. P. 56(f). |If opposer’s showing is sufficient to
establish opposer’s entitlenent to summary judgnent on the
i ssue of standing, summary judgnent on standing wll be
entered in favor of opposer and the opposition will be
granted. |If opposer’s showing is not sufficient on the
i ssue of standing, proceedings wll resune on the issue of

standi ng and the remai ning clains of |ikelihood of confusion

13
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and dilution under Sections 2(d) and 43(c) of the Trademark
Act . ?
Thi s proceeding remai ns ot herw se suspended pendi ng

opposer’ s response.

* Opposer’s contested notion to extend discovery and tri al
periods is granted to the extent that in the event proceedi ngs
are resuned, dates, including tinme for discovery, will be reset.
In addition, the Board will set applicant’s tine to file an
answer to the amended notice of opposition. Further, applicant’s
notion for a protective order “suspending the tine that
[applicant] nust respond” to Bacardi’'s discovery requests until
di sposition of the notion for summary judgnent is granted as
conceded and well taken. Tradenmark Rules 2.127(a) and 2.127(d).
In the event proceedings are resuned applicant’s tinme to respond
to Bacardi’s discovery requests will be reset.

14



